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Commissioner for Patents 
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company/office: 
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703 872-9306 
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U. S. Patent Application No. 09/518,501 

NO VEL PHOSPHORUS-CONTAINING PRODRUGS 

Applicant: Erion et al. 

Filing Date; Match 3, 2000 

OurRef: 451 98.0001 3.RCE 

Attached hereto are the following documents for filing in the above patent application: 

1. Fee Transmittal Sheet 

2. Petition for Extension of Time & Response 

3. Interview Summary 

4. Executed Declaration of John C. Chabala Pursuant to 37 C.F.R. § 1.132 
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FEE TRANSMITTAL 
for FY 2003 


Complete If Known 


Application Number 


09/518.501 


Filing Date 


December 16, 2003 


First Named Inventor 


Erion ©tal. 


Examiner Name 


McKenzie, T. 


Patent fees are subject fa annual mvision. 


Group Art Unit 


1624 


TOTAL AMOUNT OF PAYMENT 


(5)750.00 


Attorney Docket No. 


451 98.0001 3.RCE 


METHOD OF PAYMENT 


FEE CALCULATION (continued) 



1. |2| The Commissioner Is hereby authorized to charge indicated 
fees and credit any ov erpayments to; 

Deposit 
Account 
Number 



3. ADDITIONAL FEES 



50-2613 



Large 
Entity 
Fee Fee 



Deposit 
Account 
Name 

Kt] Owe* Arty Adtftfaral Foe Required 
™ Undpra7CFR1.1Sand1.17 
pi Applicant dams small antily tfotu* Sw 
^ 37CFR1J7 

Charge fee(s) 
H Indicated below: 



Code 

10S 

127 



130 
50 



Fee 
Code 

206 
227 



Small 
Entity 

Fee 

<*) 

65 Surcharge - lata filing res or oath 



Fea Description 



Fes Paid 



25 Surcharge - 1 aha provisional filing fea or 
cover sheet 



139 130 

147 2,520 

112 920* 

113 1.840' 



139 130 Non-English specification 
147 2,520 For fling a request tor ex parte reexamination 

112 920" Requesting publication or SIR prior to 

examiner action 

113 1.640" Requesting publication or SIR after 

Examiner action 



FEE CALCULATION 



1. BASIC FILING FEE 
Large Entity Small Entity 

Fee Fee Fee Fee Fee Description Fee Paid 
Coda ($) Code [$) 

1001 750 2001 375 Utility filing fee 



1002 330 £002 

1003 620 2003 

1004 760 2004 

1005 160 2005 



165 Design filing fee 

2^0 Plant filing fee 

375 Reissue filing fee 

80 Provisional RlingfflH 



SUBTOTAL fl) l($)0 



2. EXTRA CLAIM FEES 



Total Claims 
independent 
Claims 

Multiple Dependent 



1 



Extra Claims 



Fee from 
below 



Fee Paid 



Large 


Entity 


Small 


Entity 




Pea 




Fea 


Fee 


Foe Description 


Coda 


<*) 


Cede 


(S) 




1202 


ia 


2202 


g 


Claims In excess of 20 


12Q1 


64 


2201 


42 


Independent claims in excess of 3 


1209 




2203 


140 


Multiple dependent claim, if not 










paid 


1204 


84 


2204 


42 


** Reissue Independent claims 










over original patent 


1205 


19 


2205 


9 


" Reissue claims in excess of 20 










and over ordinal patent 



115 
116 
117 
11B 
128 
119 
120 
121 
138 
140 
141 
142 
143 

144 
122 
123 
126 
591 

145 



110 

390 
690 
1,390 
1.B90 
310 
310 
270 
1,510 

no 

1,240 
1,240 
440 
600 
130 
50 
ISO 
40 

710 



55 Extension for reply wrthin first month 

185 Extension for reply wrthin second month 

445 Extension for reply within third month 

695 Extension for reply within fourth month 

945 Extension tor reply within fiftn montn 

155 Notice or Appeal 

1 55 Filing a brief in support OF an appeal 

135 Request tor oral nearing 



149 710 



179 
169 



710 
900 



215 
216 
217 
21 B 
22B 

21 B 

220 
221 

136 1.510 petition to institute a public use proceeding 

240 65 Petition to revive - unavoidable 

241 C20 Petition to revive unintentional 

242 620 Utility issue fee (or reissue) 

243 220 Design Issue tee 

244 300 Plant issue fee 

122 130 Petitions to the Commissioner 

1 23 50 Processing fee under 37 CFR 1 . 1 7(q) 

1 26 1 bO Submission of Information Disclosure Stmt 

sat 40 Recording each patent assignment per 

property (times number of properties) 

246 359 Filing a submission after Ural rejection 

(37 CFR § 1,129(9)) 

249 355 For eacn additional invention to be 
examined (37 CFR § 1.129(b)) 

279 356 Request for continued Examination (RCE) 

1 59 900 Request for expedited examination of a 
design application 



$475.00 



SUBTOTAL (2) 



QttiBf fee (specify) 

*Reduced by flre/o Fifing Fee Pgjtf_ 



SUBTOTAL^) 



(S) 475,00 



~or number previously paid, greater; For ftg/Bgi/eq, see aoova 



SUBMITTED BY 



Complete {if applicable) 



Name (Print/Type) 



Signature 



Di ana L. Bush, Ph.D., Esq. | 



Registration No. 

fAttornewAoent) 



151,109 



Telephone 



Date 



(858) 720-2500 



12/16/03 



WARNING: Information on this form may become public. Credit card Information should not be 
included on this form. Provide credit card Information and authorization on PTO-2033. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: Erion et ah 




Serial No.: 09/518,501 


Group Art Unit: 1624 


Filed: March 3, 2000 


Examiner McKenzie,T. 


Title: NOVEL PHOSPHORUS-CONTAINING 
PRODRUGS 





Commissioner for Patents 
P, O. Box 1450 
Alexandria, VA 22313-1450 



INTERVIEW SUMMARY 



On September 10, 2003, Examiner McKenzie and his supervisor Mukund Shah 
conducted an in-person interview with Applicants' attorney Jessica Wolff and Dr. Mark Erion 
with regard to Application No. 09/5 1 8,50 1 . Also present telephonically were Applicants' 
attorney Diana Bush and Applicants' patent agent, Cynthia O'Donohue. Application No. 
09/747,182 was also discussed. 

In regard to this Application, the following topics were discussed; 

1 , Examiner' s indefiniteness, lack of written description, and rion-en ablemen i; 

rejections based on the term "M is selected from the group that attached to P0 3 2 , P2O6 3 ", P3O } 4 " 
or P(0)(NHR 6 )0" is a biologically active agent but is not an FBPase inhibitor" in claims 1-3, 7, 
9-18, 20-46, 48-53, 150457. 165-166, and 171-173. 

Applicants described the technology of the invention, data, and how the 
invention is applied. The Examiners expressed concerns regarding PTO policy on functional 
language in light of the University of Rochester Cox 2 inhibitor district court decision. 

CERTIFICATE OF TRANSMISSION 
(37C.F.R. §1.8) 

I hereby certify that this paper (along with anything referred to as being attached or enclosed) is being facsimile transmitted 10 the United Slates 
Patent and Trademark Office on the date shewn below. 

Kimila Caraway 



December 16. 2003 



Name of Person Transmitter* Paper 



Dare of Transmission Signature of Person Transmitting Paper 
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Applicants distinguished that case and emphasized the amount of data taught in the current 
application. Examiner McKcnzie expressed that he has no doubt that there is allowable subject 
matter, but that it is more an issue of the breadth of the claims. Examiner Shah indicated that if 
the Applicants submitted evidence and arguments that the claims do meet the requirements of 
definiteness, written description, and enablement, he will further evaluate the functionality issue 
and ascertain if quality control would consider these claims as meeting the functional guidelines 
based on the evidence and arguments presented. 

2. Examiner's indefiniteness, lack of written description, and non-enablement 
rejections for the term "prodrug" f n c laj; ms 1-18, 20-46, 48-57, 150-157, and 165, 

Applicants discussed that many issued patents use this language in the ciai ms. 
Examiner Shah indicated that this language does meet the requirements for definiteness, writlen 
description, and enablement. 

3. Examiner's indefiniteness rejection of claims 1 55-157 and 1 66 based on the 
term "oxidizing agent." 

Examiner Shah indicated that this language does meet the requirement of 

definiteness. 



Respectfully submitted, 

Dated: 

Diana L. Bush,Ph.D. 
Reg. No. 51,109 

Paul, Hastings, Janofsky & Walker, LLP 
3 579 Valley Centre Drive 
San Diego, CA 92130 
Phone: (858) 720-2500 
Fax: (858) 720-2555 
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